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RESEARCH LICENSE AGREEMENT

This Agreement is entered into on ______________, 202X, between COLORADO SCHOOL OF MINES, located at 1500 Illinois Street, Golden, CO 80401 ("CSM") and [FULL COMPANY NAME], a(n) [name of state] corporation located at [full address] ("LICENSEE").

BACKGROUND


CSM owns certain PATENT RIGHTS (as later defined) relating to CSM Case No. [ID#], "[title]" and embodied in US patent [Application or Patent #] (“INVENTION”), and has the right to grant licenses under PATENT RIGHTS which was conceived or first reduced to practice in the performance of work at CSM.


LICENSEE desires to acquire and use the INVENTION to perform RESEARCH, as defined below in Section 1.2., in order to evaluate the technical options and the efficacy of using the INVENTION.


LICENSEE desires to obtain a license under the PATENT RIGHTS upon the terms and conditions set forth below.


The parties therefore agree as follows:

ARTICLE 1 ‑ DEFINITIONS

For purposes of this Agreement, the following words and phrases have the following meanings:


1.1
“CONFIDENTIAL INFORMATION” means confidential or proprietary information relating to the PATENT RIGHTS, LICENSED PRODUCTS or LICENSED PROCESSES.  CONFIDENTIAL INFORMATION may be in written, graphic, oral or physical form and may include scientific knowledge, know-how, processes, inventions, techniques, formulae, products, business operations, customer requirements, designs, sketches, photographs, drawings, specifications, reports, studies, findings, data, plans or other records, biological materials, and/or software.  CONFIDENTIAL INFORMATION shall not include:
(a) information which is, or later becomes, generally available to the public through no fault of the recipient;

(b) information which is provided to the recipient by an independent third party having no obligation to keep the information secret;

(c) information which the recipient can establish was previously known to it or was independently developed by it without reference to the CONFIDENTIAL INFORMATION;  

(d) information that is required to be disclosed to comply with applicable law or court order provided that the recipient gives prior written notice of the required disclosure to the discloser.


1.2
“RESEARCH” means experimental or laboratory activities or work conducted to scientifically evaluate and gain knowledge about the INVENTION and its possible applications for further research or practical utilization. Research does not include the right to sell or transfer the INVENTION.

1.3
"LICENSED PROCESS" means any process that is covered in whole or in part by an issued, unexpired claim or a pending claim contained in the PATENT RIGHTS.


1.4
"LICENSED PRODUCT" means any product or product part which:


(a)
is covered in whole or in part by an issued, unexpired claim or a pending claim contained in the PATENT RIGHTS in the country in which any such product or product part is made, used or sold; or


(b)
is manufactured by using a process or is employed to practice a process which is covered in whole or in part by an issued, unexpired claim or a pending claim contained in the PATENT RIGHTS in the country in which any LICENSED PROCESS is used or in which such product or product part is used or sold.


1.5
"LICENSEE" means [full company name] and any company, corporation, or business in which [full company name] owns or controls at least fifty percent (50%) of the voting stock.


1.6
"PATENT RIGHTS" means all of the following CSM intellectual property:


(a)
the United States and foreign patents and/or patent applications listed in Appendix A;


(b)
United States and foreign patents issued from the applications listed in Appendix A and from divisionals and continuations of these applications;


(c)
claims of U.S. and foreign continuation‑in‑part applications, and of the resulting patents, which are directed to subject matter specifically described in the U.S. and foreign applications listed in Appendix A;


(d)
claims of all foreign patent applications, and of the resulting patents, which are directed to subject matter specifically described in the United States patents and/or patent applications described in (a), (b) or (c) above; and


(e)
any reissues of United States patents described in (a), (b) or (c) above.

ARTICLE 2 ‑ GRANT

2.1
CSM hereby grants to LICENSEE for the term of this Agreement a nonexclusive, license to make and use the INVENTION solely for the purpose of conducting RESEARCH. 
2.2
The license granted under this Article is subject to all rights the United States Government may have under 35 U.S.C 200-212 and applicable governmental regulations, notwithstanding anything in this Agreement to the contrary.
ARTICLE 3 – LICENSE FEES 

3.1
LICENSEE shall pay a license issue fee of [         ] dollars ($       ).  Such license issue fee shall be nonrefundable and deemed earned and due immediately upon the effective date of this Agreement; 

3.2 Payments shall be paid in United States dollars in Denver, Colorado, or at such other place as CSM may reasonably designate consistent with the laws and regulations controlling in any foreign country. If any currency conversion is required in connection with the payment of royalties, such conversion shall be made by using the exchange rate as published as of the last business day of the applicable calendar quarter in the eastern edition of The Wall Street Journal.

3.3 If the LICENSEE desires to sell or transfer the INVENTION for any purpose, the LICENSEE may request in writing, to negotiate in good faith with CSM to acquire such rights. It is understood by the LICENSEE that CSM shall have no obligation to grant a commercial license to the LICENSEE, and CSM may grant exclusive or non-exclusive commercial licenses to others, or sell or assign all or part of the rights in the INVENTION to a third party, subject to any pre-existing right held by others and obligations to the Government.
ARTICLE 4 ‑ PRODUCT LIABILITY

4.1
LICENSEE shall at all times during the term of this Agreement and thereafter, indemnify, defend and hold CSM, its trustees, directors, officers, employees and affiliates, (collectively, the “Indemnitees”) harmless against all claims, proceedings, demands and liabilities of any kind whatsoever, including legal expenses and reasonable attorneys' fees, arising out of the death of or injury to any person or persons or out of any damage to property, or resulting from the use of the INVENTION or arising from any obligation of LICENSEE under this Agreement, except claims that the PATENT RIGHTS infringe third party intellectual property.


4.2
EXCEPT AS OTHERWISE EXPRESSLY SET FORTH IN THIS AGREEMENT, CSM, ITS TRUSTEES, DIRECTORS, OFFICERS, EMPLOYEES, AND AFFILIATES MAKE NO REPRESENTATIONS AND EXTEND NO WARRANTIES OF ANY KIND, EITHER EXPRESS OR IMPLIED, INCLUDING BUT NOT LIMITED TO WARRANTIES OF MERCHANTABILITY, FITNESS FOR A PARTICULAR PURPOSE, VALIDITY OF PATENT RIGHTS CLAIMS ISSUED OR PENDING, AND THE ABSENCE OF LATENT OR OTHER DEFECTS, WHETHER OR NOT DISCOVERABLE. NOTHING IN THIS AGREEMENT SHALL BE CONSTRUED AS A REPRESENTATION MADE OR WARRANTY GIVEN BY CSM THAT THE PRACTICE BY LICENSEE OF THE LICENSE GRANTED SHALL NOT INFRINGE THE PATENT RIGHTS OF ANY THIRD PARTY.  CSM, ITS TRUSTEES, DIRECTORS, OFFICERS, EMPLOYEES AND AFFILIATES SHALL NOT BE LIABLE FOR INCIDENTAL OR CONSEQUENTIAL DAMAGES OF ANY KIND, INCLUDING ECONOMIC DAMAGE OR INJURY TO PROPERTY AND LOST PROFITS, REGARDLESS OF WHETHER CSM IS ADVISED, HAS OTHER REASON TO KNOW, OR IN FACT DOES KNOW OF THE POSSIBILITY. [This CANNOT be changed]
ARTICLE 5 – CONFIDENTIALITY


5.1
During the course of this Agreement, CSM and LICENSEE may provide each other with CONFIDENTIAL INFORMATION.  All CONFIDENTIAL INFORMATION shall be designated in writing as such by the discloser.  CSM and LICENSEE each intend to maintain the confidential status of their CONFIDENTIAL INFORMATION.  Each shall exercise reasonable care to protect the CONFIDENTIAL INFORMATION from disclosure to third parties; no such disclosure shall be made without the other’s written permission.  Upon termination or expiration of this Agreement, CSM and/or LICENSEE shall comply with the other’s written request to discontinue using and/or return all CONFIDENTIAL INFORMATION. This Confidentiality provision shall continue for a period of three (3) years following the termination or expiration of this Agreement. 
ARTICLE 6 ‑ TERMINATION

6.1
If LICENSEE fails to make any payment due to CSM, CSM has the right to terminate this Agreement effective on thirty (30) days' written notice, unless LICENSEE makes all such payments within the thirty (30) day period. If LICENSEE has not made all such payments to CSM by the time the thirty (30) day period expires, this Agreement shall automatically terminate.


6.2
Upon any material breach or default of this Agreement by LICENSEE, CSM has the right to terminate this Agreement effective on ninety (90) days' written notice to LICENSEE. Such termination shall become automatically effective upon expiration of the ninety (90) day period unless LICENSEE cures the material breach or default before the period expires.


6.3
LICENSEE has the right to terminate this Agreement at any time on three (3) months' written notice to CSM if LICENSEE:

(a) pays all amounts due CSM through the effective date of the termination;

(b) returns any confidential or trade-secret materials provided to LICENSEE by CSM in connection with this Agreement; 

(c) suspends its use of the LICENSED PROCESS(ES) AND LICENSED PRODUCT(S);
(d) provides CSM with all data and know-how developed by LICENSEE in the course of LICENSEE’s efforts to develop LICENSED PRODUCTS and PROCESSES.  CSM shall have the right to use such data and know-how for any purpose whatsoever, including the right to transfer same to future licensees ; and

(e) provides CSM the right to access any regulatory information filed with any US or foreign government agency with respect to LICENSED PRODUCTS and PROCESSES


6.4
Termination of this Agreement shall not release CSM and LICENSEE from any obligation that matured prior to the effective date of such termination.  Articles 1, 4, 5, 6 and 14 shall survive termination. 

ARTICLE 7 - PAYMENTS, NOTICES, AND OTHER COMMUNICATIONS

7.1
Any payment, notice or other communication required by this Agreement shall be sufficiently made or given on the date of mailing if sent by recognized express carrier or certified first class mail, postage prepaid, addressed to CSM or LICENSEE at its address below or as it designates by written notice to the other.


For CSM:

Director, Technology Transfer
Colorado School of Mines
1500 Illinois Street
306a Guggenheim Hall

Golden, Colorado 80401
(303) 384-2555; FAX (303) 273-3244

For LICENSEE:

ARTICLE 8 - REPRESENTATIONS AND WARRANTIES


8.1
LICENSEE represents and warrants that it has the full corporate power and authority to enter into this Agreement, that this Agreement constitutes the binding legal obligation of LICENSEE, and that the execution and performance of this Agreement by LICENSEE will not violate or conflict with any other agreement to which LICENSEE is a party or by which it is bound or with any law, rule or regulation applicable to LICENSEE.   


ARTICLE 9 ‑ MISCELLANEOUS PROVISIONS


9.1
This Agreement shall be construed, governed, interpreted and applied according to Colorado law, except that questions affecting the construction and effect of any patent shall be determined by the law of the country in which the patent was granted.


9.2
CSM and LICENSEE acknowledge that this Agreement sets forth their entire understanding concerning the subject matter of this Agreement, and no modification  of the Agreement will be effective unless both CSM and LICENSEE agree to it in writing.


9.3
The provisions of this Agreement are severable.  If any provisions of this Agreement are determined invalid or unenforceable under any controlling body of law, such invalidity or unenforceability shall not affect the validity or enforceability of the remaining provisions.


9.4
The failure of either CSM or LICENSEE to assert a right or insist upon compliance with any term or condition of this Agreement shall not constitute a waiver of that right or excuse a similar subsequent failure to perform any such term or condition by the other.


9.5
LICENSEE shall not use, either directly or indirectly, the name of Colorado School of Mines, or any of their officers, employees, students or board members in any publicity or advertising unless a copy is submitted to and approved in writing by CSM.

9.6 LICENSEE agrees to comply with all applicable laws and regulations. In particular, LICENSEE understands and acknowledges that the transfer of certain commodities and technical data is subject to United States laws and regulations controlling the export of such commodities and technical data, including all Export Administration Regulations of the United States Department of Commerce. These laws and regulations prohibit or require a license for the export of certain types of technical data to certain specified countries.  LICENSEE agrees to comply with all United States laws and regulations controlling the export of commodities and technical data, to be solely responsible for any violation of such laws and regulations by LICENSEE or its sublicensees, and to defend and hold CSM harmless if any legal action of any nature results from the violation.
9.7 LICENSEE may not assign this Agreement to a third party.
9.8 Force Majeure.  In the event any Party hereto is prevented from or delayed in the performance of any of its obligations hereunder (other than the payment of monies due and owing) by reason of acts of God, war, terrorism, strikes, riots, storms, fires, electrical or telecommunications outages or any other cause whatsoever beyond the reasonable control of the Party, the Party so prevented or delayed shall be excused from the performance of any such obligation to the extent and during the period of such prevention or delay, provided that such Party takes all reasonable steps to overcome such cause(es) as soon as is reasonably possible.
9.9 Nothing contained in this Agreement will be deemed to place the parties in a partnership, joint venture or agency relationship and neither party will have the right or authority to obligate or bind the other party in any manner.
9.10 This Agreement may be executed in two or more counterparts, each of which will be deemed an original, but all of which taken together will constitute one and the same instrument.


The authorized signatures of CSM and LICENSEE below signify their acceptance of the terms of this Agreement.

COLORADO SCHOO OF MINES


[FULL COMPANY NAME]

By:  

By:  

Name:  William Vaughan, PhD

Name:  

Title:  Director, Technology Transfer

Title:  

Date:  

Date:  

APPENDIX A
PATENT RIGHTS

[list the patent number, title, filing date, issue date, and (in parentheses) the corresponding OTL invention disclosure number of all US and foreign patents covered by the license]

[list the application number, title, filing date and (in parentheses) the corresponding OTL invention disclosure number of all US and foreign patent applications covered by the license]
Example:

US Patent No. 6,xxx,xxx, “title,” filed June x, 199x, issued May x, 200x (corresponds to CSM invention disclosure xxxxx)
Or

US Patent Application No. 09/xxx,xxx, “title,” filed May x, 200x (corresponds to CSM invention disclosure xxxxx)
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[licenseenameDRAFT or final doc date

